
UNITED STATES DEPARTMENT OF COMMERCE 
Patent arid trad mark Office 

Addr ss: COMMISSIONER OF PATENTS AND TRADEK 
Washington, D C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY C#CKET NO. 



r 



09/293, 216 



04/16/99 



CHIEF PATENT COUNSEL 

ENGELHARD CORPORATION 

101 WOOD AVENUE 

P 0 BOX 770 

ISELIN N-J 08830-0770 



GALL I G AN 



IM62/0829 



4339/ 4358 A 



EXAMINER 



TRAN, H 



ART UNIT 



PAPER NUMBER 



1764 
DATE MAILED: 



OS/29/00 



Please find below and/or attached an Office communication concerning this application or 
proceeding* 

Commissioner of Patents and Trademarks 



BEST AVAILABLE COPY 



PTO-90C (Rev. 2/95) 



1- File Copy 



Office Action Summary 


Application No. 
09/293,216 


AppEicant(s) 


Galligan et al 


Examiner 

Hien Tran 


Group Art Unit 
1764 







□ Responsive to communication(s) filed on . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for format matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

K) Claim(s) 1-45 



is/are pending in the application. 



Of the above, claim(s) 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



83 Claims 1-45 



are subject to restriction or election requirement. 



Application Papers 

(XI See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qipproved 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 



□disapproved. 



Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
^Certified copies not received: : 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

IS Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DET AILED ACTION 
Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1-21, 34-35, 37-39 drawn to a catalyst member, an exhaust treatment 
apparatus, classified in class 422, subclass 177. 

II. Claims 22-33, 40-45, drawn to a method of manufacturing a catalyst member, 
classified in class 502, subclass -. 

III. Claim 36, drawn to a method of treating exhaust gas, classified in class 423, subclass 

212. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process of making and product made. The inventions are 

distinct if either or both of the following can be shown: (1) that the process as claimed can be used 
to make other and materially different product or (2) that the product as claimed can be made by 
another and materially different process (MPEP § 806.05(f)). In the instant case, the product as 
claimed can be made by another and materially different process, such as the one using thermal 
spraying, or plasma spraying, powder spraying, etc. as evidenced by claims 1 and 12. 

Inventions I and EQ are related as process and apparatus for its practice. The inventions are 
distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 



Serial Number: 09/293,216 
Art Unit: 1764 



-3- 



another and materially different process. (MPEP § 806.05(e)). In this case, the apparatus as claimed 
can be used to practice another and materially different process, such as the process of manufacturing 
a chemical compound, 

Inventions III and II are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions and different mode of operation. The method of treating exhaust 
gas is a different function from a method of manufacturing a catalyst member. 

3 . Because these inventions are distinct for the reasons given above and have acquired a separate 
status in the art as shown by their different classification, recognized divergent subject matter and the 
search required for one group is not required for the other groups, therefore restriction for 
examination purposes as indicated is proper. 

4. Applicant is advised that the reply to this requirement to be complete must include an election 
of the invention to be examined even though the requirement be traversed (37 CFR 1.143). 

Conclusion 

5. The Group and/or Art Unit location of your application in the PTO has changed. To aid in 
correlating any papers for this application, all further correspondence regarding this application 
should be directed to Group Art Unit 1764. 



[ I " 

V 
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6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Hien Tran whose telephone number is (703) 308-4253. The examiner can 
normally be reached on Monday-Thursday from 7:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Marian Knode, can be reached on (703) 308-43 1 1 . The fax phone number for this Group is (703) 
305-3599 (for Official papers after Final), (703) 305-5408 (for other Official papers) and (703) 305- 
6078 (for Unofficial papers). 

When filing a FAX in Group 1700, please indicate in the Header (upper right) "Official" for 
papers that are to be entered into the file, and "Unofficial" for draft documents and other 
communication with the PTO that are not for entry into the file of the application. This will expedite 
processing of your papers. 

Any inquiry of a general nature or relating to the status of this application should be directed 
to the Group receptionist whose telephone number is (703) 308-0661. 

HT 

August 23,2000 

HIEN TRAN 
PRIMARY EXAMINER 
GROUP 1700 



